





Legal Technology - An Operating System for Law: Online Cases

Malamud has put out the call to buy case law scanned from courtroom files. In November he announced a deal with Washington,
D.C.-based Fastcase Inc., that will provide him 1.8 million pages of federal case law, including all appeals court decisions from 1950
to the present and the full archive of all Supreme Court decisions. "Carl is a guy who is very impatient with things that don't make
sense, which | totally get,” says Ed Walters, CEO of Fastcase, which makes its money on value-added searching services.

The Fastcase deal is a start, Malamud says. But to achieve his ultimate objective, he may need to use the West publications he has
already started scanning. So in mid-August Malamud sent the letter to West asking it "for guidance on the subject of where the
public domain stops."

In its reply, West set out the three categories of work it believes are its IP. The first category included introductory material and
headnotes, where no one would argue with West's copyright. The second category included "West's editorial enhancements”
(annotations, revisions, and amplification of citations). The third category included "West's selection and arrangement ... of the
individual case reports," which raised yelps from lawyers who represented Bender.

"That's an outrage,"” says Chu, who was asked by IP Law & Business to comment. "[Thomson] seems to be taking the position that
because our [Bender's] case was the only court to address the issue, they can ignore it. But it [the appellate court] happens to be
one of the most respected courts in the U.S., especially on copyright issues. They seem to be thumbing their nose at the Second
Circuit."”

Malamud says sending his letter was part of a calculated strategy, developed in consultation with lawyers at the Electronic Frontier
Foundation, Stanford law professor Lawrence Lessig and others. If Malamud does decide to go ahead and use the scanned work,
the team will borrow from Bender's playbook and file a motion for declaratory judgment in California.

Malamud certainly has plenty of critics. HyperLaw founder Alan Sugarman, who was instrumental in pushing the Bender suit
forward, calls Malamud's efforts a "PR stunt" and thinks he should instead push judicial circuits like the U.S. bankruptcy courts to
get their act together and publish their documents online. Sugarman worries that Malamud is "enabling the courts to palm off their
own responsibilities."

Others don't see the lack of online case law as much of a problem. "I haven't heard any complaints from any lawyers on having
access to the law," says Jeffrey Kessler, who no longer represents West.

And as word gets around that Google is funding Malamud's effort to wrest case law from West, critics are sure to charge that he is
merely a stalking horse for the search giant's colossal ambitions. Google, the wizard of Internet distribution, has found copyright to
be its enemy on many fronts, from video to books."[CEO] Eric Schmidt and [VP] Vinton Cerf think I do good work," says Malamud.
"They didn't buy the mission or anything." Google isn't commenting, but what would stop it from creating a business selling ads
against pages of case law?
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West Publishing Company and West Publishing Corporation
(collectively, “West”) respectfully request that a writ of certiorari
be issued to review the opinion and decision of the United States
Court of Appeals for the Second Circuit entered in this case.

OPINIONS BELOW

The opinion of the United States District Court for the
Southern District of New York (Pet. App. 47a-57a) is reported at
42 U.8.P.Q.2d 1930, 1996 WL 266972 (S.D.N.Y. May 19, 1997).
The opinion of the United States Court of Appeals for the Second
Circuit (Pet. App. la-46a) is reported at 158 F.3d 674. West’s
petition for rehearing with a suggestion for rehearing en hanc was
denied on December 22, 1998 (Pet. App. 60a-61a).

STATEMENT OF JURISDICTION

This is a declaratory judgment action by HyperLaw, Inc.
(“HyperLaw”) seeking judgment that it will not infringe West's
copyrights in its compilations of case reports by verbatim copying
of an unlimited number of the case reports (after redacting West’s
synopses, headnotes, and key numbers). The district court had
jurisdiction under 28 U.S.C. §§ 1331, 1338(a), and 2201. The Court
of Appeals had jurisdiction to hear the appeal under 28 U.S.C.
§ 1291. A timely petition for rehearing with a suggestion for
rehearing en banc was denied on December 22, 1998, and this
petition for a writ of certiorari was filed within 90 days of that
date. This Court’s jurisdiction is invoked under 28 U.S.C.
§ 1254(1), and Supreme Court Rule 13.

CONSTITUTIONAL AND STATUTORY
PROVISIONS INVOLVED

Atrticle I, section 8, clause 8 of the United States Constitution
provides that:

The Congress shall have Power . . . To promote the
Progress of Science and useful Arts, by securing for
limited Times to Authors and Inventors the exclusive
Right to their respective Writings and Discoveries.


Administrator
Highlight

Administrator
Highlight


29

CONCLUSION

For the foregoing reasons, it is respectfully submitted that
this petition should be granted.

Respectfully submitted,

JaMEes F. RITTINGER

Counsel of Record

JosHUuA M. RUBINS

SATTERLEE STEPHENS BURKE
& BURKE LLP

230 Park Avenue

New York, New York 10169

(212) 818-9200

ARTHUR R. MILLER

228 Areeda Hall

1545 Massachusetts Avenue
Cambnidge, Massachusetts 02138
(617) 495-4111

Attorneys for Petitioners
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SECURITIES AND EXCHANGE COMMISSION
WASHINGTON, D.C. 20549

FORM 10-K
ANNUAL REPORT PURSUANT TO SECTION 13 OR 15(D) OF THE
SECURITIES EXCHANGE ACT OF 1934
FOR FISCAL YEAR ENDED DECEMBER 31, 1998 COMMISSION FILE NUMBER 1-13492

THE TIMES MIRROR COMPANY
(EXACT NAME OF REGISTRANT AS SPECIFIED IN ITS CHARTER)

<TABLE>
<S> <C>
DELAWARE 95-4481525
(STATE OR OTHER JURISDICTION OF (1.R.S. EMPLOYER
INCORPORATION OR ORGANIZATION) IDENTIFICATION NO.)
TIMES MIRROR SQUARE
LOS ANGELES, CALIFORNIA 90053
(ADDRESS OF PRINCIPAL EXECUTIVE OFFICES) (Z1P CODE)
</TABLE>

REGISTRANT"S TELEPHONE NUMBER, INCLUDING AREA CODE: (213) 237-3700

SECURITIES REGISTERED PURSUANT TO SECTION 12(B) OF THE ACT:

<TABLE>

<S> <C>

TITLE OF EACH CLASS NAME OF EACH EXCHANGE ON WHICH REGISTERED
Series A Common Stock New York Stock Exchange and Pacific Stock

Premium Equity Participating Securities New York Stock Exchange
</TABLE>

SECURITIES REGISTERED PURSUANT TO SECTION 12(G) OF THE ACT:
Series C Common Stock
(Title of Class)

Indicate by check mark whether the Registrant (1) has filed all reports
required to be filed by Section 13 or 15(d) of the Securities Exchange Act of
1934 during the preceding 12 months (or for such shorter period that the
Registrant was required to file such reports), and (2) has been subject to such
Ffiling requirements for the past 90 days. Yes [X] No [ 1

Indicate by check mark if disclosure of delinquent filers pursuant to Item
405 of Regulation S-K is not contained herein, and will not be contained, to the
best of Registrant®s knowledge, in definitive proxy or information statements
incorporated by reference in Part 111 of this Form 10-K or any amendment to this
Form 10-K. [X]

The aggregate market value of the voting stock of the Registrant held by
non-affiliates of the Registrant on March 10, 1999 was approximately $2.4
billion. (For purposes of this calculation, the market value of a share of
Series C Common Stock was assumed to be the same as a share of Series A Common

http://www.sec.gov/Archives/edgar/data/925260/0000950150-99-000322.txt 6/28/2008
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of which there were no amounts outstanding at December 31, 1998. At March 10,
1999, the Company had $60.0 million of borrowings outstanding under this line of
credit.

ACQUISITIONS

On April 30, 1998, the Company acquired the Los Angeles area business of EZ
Buy & EZ Sell Recycler Corporation (Recycler), consisting primarily of the
Recycler publications in the Los Angeles, Orange, Riverside, San Bernardino and
Ventura counties and a portion of Santa Barbara County for $188.7 million. The
Company also invested in preferred stock and provided a term loan to Target
Media Partners, a new entity that owns all of the non-Los Angeles area assets of
Recycler for a total amount of $34.8 million.

In February 1999, Eagle New Media Investments, LLC, an investment affiliate
of the Company, acquired Newport Media, Inc., a publisher of shopper
publications in the Long Island and New Jersey areas, for $132 million.

DISPOSITIONS

On July 31, 1998, the Company completed the divestiture of Matthew Bender
in a tax-free reorganization and the sale of the Company®"s 50% ownership
interest in Shepard®"s to Reed Elsevier plc. The two transactions were valued at
$1.65 billion in the aggregate. Proceeds from the sale of Shepard®s were used to
pay down commercial paper and short-term borrowings of $222.4 million.
Concurrently with the closing of the Matthew Bender transaction, the Company
became the sole manager of Eagle New Media Investments, LLC (Eagle New Media).
At December 31, 1998, the assets of Eagle New Media were $605.8 million of cash
and cash equivalents, $753.0 million of Times Mirror stock, $15.0 million of
marketable securities and $22.3 million of other assets. On October 9, 1998, the
Company completed the divestiture of Mosby, Inc. to Harcourt General, Inc. in a
transaction valued at $415.0 million. Concurrently with the closing of the
Mosby, Inc. transaction, the Company became the sole manager of Eagle Publishing
Investments, LLC (Eagle Publishing). At December 31, 1998, the assets of Eagle
Publishing were $377.2 million of cash and cash equivalents, $34.5 million of
marketable securities and $20.1 million of other assets. While the Company
believes that the Matthew Bender and Mosby transactions were completed on a
tax-free basis, this position may be subject to review by the Internal Revenue
Service. The Company intends to deploy the assets of both LLCs to finance
acquisitions and investments, including purchases of the Company®s common stock,
and does not intend to use those funds for the Company"s general working capital
purposes. For financial reporting purposes, Eagle New Media and Eagle Publishing
are consolidated with the financial results of the Company.

The Company signed a definitive agreement on January 11, 1999 with Big
Entertainment, Inc. to divest Hollywood Online, Inc., and its Web site,
hollywood.com. Pursuant to the agreement, Big Entertainment, Inc. will issue
newly-issued restricted stock to the Company with a then current quoted market
value of $31.0 million. Big Entertainment, Inc. also has the right, under
certain circumstances, to pay up to $1.0 million of the merger consideration in
cash. The transaction is subject to customary regulatory and shareholder
approval .

During the 1996 fourth quarter, the Company completed the exchange of its
college publishing businesses for Shepard®s, a primary legal citation service.
The Company recognized a gain of $121.6 million on the exchange of its college
publishing businesses and the sale of its Spanish-language medical book
publisher, Doyma Libros, and recorded a writedown of $16.7 million for the
January 1997 disposal of certain net assets of CRC Press, Inc. The pre-tax net
gain on disposal of $104.9 million amounted to $32.0 million after applicable

http://www.sec.gov/Archives/edgar/data/925260/0000950150-99-000322.txt 6/28/2008
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Real Properties are not purchased by the Company, they will remain the assets of
TMCT and may be leased by the Company at a fair value rent as provided for under
the terms of the lease agreement. The lease provides for two additional 12-year
lease terms with fair value purchase options at the end of each lease term. The
lease is included as a property financing in the Company®s outstanding debt
obligations (see Note 12).

The Company and the Chandler Trusts share in the cash flow, profits and
losses of the various assets held by TMCT. The cash flow from the Real
Properties and the Portfolio is largely allocated to the Chandler Trusts and the
cash flow from the Contributed Shares is largely allocated to the Company. Due
to the allocations of the economic benefits in the TMCT, 80% of the Contributed
Shares are included in treasury stock for financial reporting purposes and 80%
of the preferred dividends on the Series A preferred stock are excluded from the
preferred dividend requirements. The Company accounts for the investment in TMCT
under the equity method. This net investment was $96,416,000 and $95,487,000 at
December 31, 1998 and 1997, respectively, and is included in "Equity
investments" in the consolidated balance sheets. During 1998 and 1997, the
Company recognized $3,739,000 and $1,268,000 of equity income on this
investment.

As a result of the Transaction, for Ffinancial reporting purposes and
earnings per share calculations, the number of shares of Series A common stock
outstanding was reduced by 6,001,000, the number of shares of Series A preferred
stock outstanding was reduced by 735,000 and the annual preferred dividend
requirements were reduced to $21,697,000 beginning in 1998. Preferred dividend
requirements for 1997 were reduced by $3,168,000.

NOTE 3 —-- DISCONTINUED OPERATIONS

During the second quarter of 1998, the Company reached agreements to divest
Matthew Bender & Company, Incorporated (Matthew Bender), the Company®s legal
publisher, in a tax-free reorganization (see Note 4) and its 50% ownership
interest in legal citation provider Shepard®s. The two transactions were valued
at $1,649,650,000 in the aggregate and were completed in the third quarter of
1998. The disposition of the Company"s 50% interest in Shepard®s was consummated
by a transfer of the respective partnership interests owned by two subsidiaries
of the Company to affiliates of Reed Elsevier plc for a cash consideration of
$274,650,000. The Company recorded a net gain on these two transactions in the
amount of $1,108,452,000, net of expenses and $163,585,000 of income taxes,
primarily consisting of tax reserves as disclosed in Note 11. Also during the
second quarter of 1998, the Company reached agreements to divest Mosby, Inc.
(Mosby), the Company®s health science/medical publisher, in a tax-free
reorganization (see Note 4). The transaction was valued at $415,000,000 and was
completed in the fourth quarter of 1998. The Company recorded a net gain on this
transaction in the amount of $239,023,000, net of expenses and $55,635,000 of
income taxes, primarily consisting of tax reserves as disclosed in Note 11.
While the Company believes that the Matthew Bender and Mosby transactions were
completed on a tax-free basis, this position may be subject to review by the
Internal Revenue Service.

43
<PAGE> 45
TIMES MIRROR COMPANY
NOTES TO CONSOLIDATED FINANCIAL STATEMENTS (CONTINUED)
These divestitures represent the final dispositions of the Company®s

professional and higher education publishing businesses and, as such, have been
reflected as discontinued operations in the accompanying financial statements

http://www.sec.gov/Archives/edgar/data/925260/0000950150-99-000322.txt 6/28/2008


Administrator
Highlight


</TABLE>

<PAGE> 71

<TABLE>
<CAPTION>

</TABLE>

<PAGE> 72

Page 84 of 107

Alfred E. Osborne, Jr.
69
SIGNATURE TITLE
<C>
/s/ ROBERT W. SCHULT Director
Robert W. Schult
/s/ WILLIAM STINEHART, JR. Director
William Stinehart, Jr.
/s/ WARREN B. WILLIAMSON Director
Warren B. Williamson
/s/ EDWARD ZAPANTA Director
Edward Zapanta
70
EXHIBIT INDEX

Exhibits marked with an asterisk (*) are incorporated by reference to
documents previously filed by Times Mirror, or its predecessor Old Times Mirror,
with the Securities and Exchange Commission, as indicated. All other documents
listed are filed with this report, unless otherwise indicated.

<TABLE>
<CAPTION>
EXHIBIT
NO.

*2.2

*2.3

<C>

Agreement and Plan of Merger by and among Times Mirror,
Chandis Acquisition Corporation, Chandis Securities Company,
and the shareholders of Chandis Securities Company, dated
August 8, 1997 (Exhibit 2.1 to Times Mirror"s Current Report
on Form 8-K, dated August 8, 1997)

Contribution Agreement among Times Mirror, certain
subsidiaries thereof, Chandler Trust No. 1 and Chandler
Trust No. 2, dated August 8, 1997 (Exhibit 10.2 to Current
Report on Form 8-K, dated August 8, 1997)

Amended and Restated Agreement and Plan of Merger, dated as
of April 27, 1998, by and among Reed Elsevier U.S. Holdings
Inc., Reed Elsevier Overseas BV, CBM Acquisition Parent Co.,
CBM MergerSub Corp., Times Mirror, TMD, Inc. and Matthew
Bender Company, Incorporated (Exhibit 2.1 to Times Mirror-s
Current Report on Form 8-K, dated July 31, 1998)

http://www.sec.gov/Archives/edgar/data/925260/0000950150-99-000322.txt
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*3.1

*3.2

*3.3

*3.7

*3.8

*4.1

</TABLE>
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<CAPTION>
EXHIBIT
NO.

*4.3
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Partnership Interest Purchase Agreement, dated as of April
26, 1998, by and among Times Mirror, Shepard®"s Inc., TM
ShepCo, Inc., Reed Elsevier Inc. and Reed Books Inc.
(Exhibit 2.2 to Times Mirror®s Current Report on Form 8-K
dated July 31, 1998)

Amended and Restated Agreement and Plan of Merger, dated as
of October 8, 1998 by and among Harcourt Brace & Company,
Mosby Parent Corp., Mosby Acquisition Corp., Times Mirror
and Mosby, Inc. (Exhibit 2.1 to Times Mirror"s Current
Report on Form 8-K, dated October 9, 1998)

Restated Certificate of Incorporation of Times Mirror, as
filed with the Secretary of State of the State of Delaware
on January 23, 1995 (Exhibit to Times Mirror®"s Registration
Statement on Form S-4 (File No. 33-87482))

Certificate of Amendment to Certificate of Incorporation of
Times Mirror, as filed with the Secretary of State of the
State of Delaware on February 1, 1995 (Exhibit to Times
Mirror"s Registration Statement on Form S-4 (File No.
33-87482))

Certificate of Designations of Series C Common Stock, as
filed with the Secretary of State of the State of Delaware
on January 23, 1995 (Exhibit to Times Mirror®"s Registration
Statement on Form S-4 (File No. 33-87482))

Amended and Restated Bylaws of Times Mirror

Certificate of Designations of Series A Preferred Stock
(Exhibit 3.5 to Times Mirror®s 1995 Annual Report on Form
10-K)

Certificate of Designations of Series B Preferred Stock
(Exhibit 3.6 to Times Mirror®s 1995 Annual Report on Form
10-K)

Certificate of Designation of Series C-1 Preferred Stock
(Exhibit 4.1 to Times Mirror"s Current Report on Form 8-K,
dated August 8, 1997)

Certificate of Designation of Series C-2 Preferred Stock
(Exhibit 4.2 to Times Mirror®s Current Report on Form 8-K,
dated August 8, 1997)

Indenture by and between New TMC Inc. (subsequently changed
to The Times Mirror Company) and Wells Fargo Bank (successor
to First Interstate Bank of California), as Trustee for the
7 1/4% Debentures due 2013 and 7 1/2% Debentures due 2023,
dated January 30, 1995 (Exhibit 4.1 to Times Mirror"s 1995
Annual Report on Form 10-K)

71

<C>

Specimen Note for 7 1/4% Debenture due March 1, 2013 (New
TMC Inc., subsequently changed to The Times Mirror Company)
(Exhibit 4.2 to Times Mirror"s 1995 Annual Report on Form
10-K)

Specimen Note for 7 1/2% Debenture due July 1, 2023 (New TMC
Inc., subsequently changed to The Times Mirror Company)
(Exhibit 4.3 to Times Mirror®s 1995 Annual Report on Form

http://www.sec.gov/Archives/edgar/data/925260/0000950150-99-000322.txt 6/28/2008


Administrator
Highlight


Docket Number for
the text appeal in
Matthew Bender v.
West, decided as
158 F.3d 674.

Nnited States Court of Appeals

Although the
primary case name
is Matthew Bender
v. West, this brief
uses a caption that
properly identifies
HyperLaw as the
only Plaintiff-
Appelle.

For THE SECOND CIRCUIT

¢

T HYPERLAW, INC.,

This is Reed
Elsevier's Amicus
Brief filed
September 29,
1997 opposing
HyperLaw and
supporting West.
See the attached
page 23-24 from
the brief.

Plaintiff-Appellee,

— against —

WEST PUBLISHING COMPANY,

Defendant-Appellant.

ON AFPEAL FROM THE UNITED STATES DISTRICT
COURT FOR THE SOUTHERN DISTRICT OF NEW YORK

REED

\1 BRIEF FOR AMICUS CURI%/

ELSEVIER, INC,

PROSKAUER ROSE LLP
Attorneys for Amicus Curiae
1585 Broadway

New York, New York 10036
(212) 969-3950

-97-7910

Reed Elsevier was
and is the owner of
Lexis.

JON A. BAUMGARTEN
CHARLES 8, SIMs
ANNA KRASKE

Of Counsel

Prior to the filing of this brief, Reed
Elsevier and Matthew Bender operated
Shephard's under a joint venture formed
in 1996. Then Reed Elsevier agreed to
provide case law from Lexis to Matthew
Bender for the CD-Rom product which
was the subject of the litigation.. Then,
after this brief was filed, Reed Elsevier
acquired Matthew Bender.



Administrator
Callout
This is Reed Elsevier's Amicus Brief filed September 29, 1997 opposing HyperLaw and supporting West.  See the attached page 23-24 from the brief.

Administrator
Callout
Docket Number for the text appeal in Matthew Bender v. West, decided as 158 F.3d 674.

Administrator
Callout
Although the primary case name is Matthew Bender v. West, this brief uses a caption that properly identifies HyperLaw as the only Plaintiff-Appelle.

Administrator
Text Box
Prior to the filing of this brief, Reed Elsevier and Matthew Bender operated Shephard's under a joint venture formed in 1996.  Then Reed Elsevier agreed to provide case law from Lexis to Matthew Bender for the CD-Rom product which was the subject of the litigation.. Then, after this brief was filed, Reed Elsevier acquired Matthew Bender.

Administrator
Callout
Reed Elsevier was and is the owner of Lexis.


TAELE OF CONTENTS

Page
TABLE OF AUTHORITIES . . .« « « « % & o + a a a s 2 a + » « o il
INTEREST OF AMICUS CURIAE . . . . v v &« « « o + 4 & « & » » « 1
ARGWENT - - Ll L] L] L] L] L] L] L] L] L] * * L] Ll - - L] - L] L] L} L . . . 3
I. THE LEVEL OF ORIGINALITY REQUIRED BY FEIST IS SATISFIED
BY CREATIVE SELECTION AND ARRANGEMENT IN A COMPILATION . . @
A. Feist is Satisfied by Even a Small Amount
of Creativity . . « & v ¢ v @ v v 4 4 4 4 4 4 w4 o . 8
BE. Creativity May Be Found in the Selection and
Arrangement of Categories of Information in a
Compilation . . v v v v v v v v « 4 4 + s+« « « « 1
C. The Eleventh Circuit’s Holdings That Originality
Cannot Be found in Step One Selection and
Arrangement Are Inapplicable and Wrong . . . . . . 17
D. In Light of the “Creation and Dissemination-
Inducing” pPolicy Underlying the Ceopyright Clause,
Fact Works That Are the Product of Creative
Choices in the Selection, Editing, and Arrangement
of Facts Are Copyrightable . . . . . . . . « . . . 23
E. Given the Quantity of Categorical Enhancements
Zelected by 8t, its Enhancements Constitute
Copyrightabl |“Step One” Selection and Arrangement
and Therefore Satisfy Feist’s Creativity
Requirement . . + « v « 4 « « « s+ s & & 4 4 o« 0w . . 26

CONCLUSION . & +v v v v +v & s & & & & % % o o o 2 & « « . 28



with the approach already marked out by this Court in Kregos and
Key Publications. This Court should follow the road paved by its
own prior decisions and reaffirm that the factual works may be
copyrighted if the underlying selection, editing, or arrangement
of facts is sufficlently creative under Feist.

D. In Light of the "Creation and Dissemination-Inducing"
Policy Underlying the Copyright Clause, Fact Works That
Are the Product of Creative Choices in the Selection,
Editing, and Arrangement of Facts Are Copyrightable.

The very text ¢f the copyright clause, and the leading
cases considering it, tell us that the purpose of copyright is to
encourage the creation and dissemination of original works by
granting limited monopolies in such works. While providing a
monopoly on the dissemination of an original work is valuable
because it provides an incentive to the creation of the work, the
limits to an author's monopoly are alse important because they
allow others to build on the first autheor's work, thus enriching
society as a‘whcle. The challenge of defining the application of
copyright laws to compilations is to serve the public interest by
striking the correct balance between the incentive-providing
monopoly and the access-providing limits to that menepely.?®

The error of Judge Martin's holding can be seen by consid-
ering the situation in which there is no inducement to enhance
existing uncopyrightable works such as judicial opinions. If

legal reporters carry only the versions of opinions issued by the

29 See Copyright Office Report at 1.
23



courts themselves — if they lack incentives t¢ do mere, because
any competitor may swiftly scan and republish any enhancements
free from liability — then lawyers referring to the opinions will
be disadvantaged by being deprived of the benefit of additional
material that authors such as legal publishers would otherwise
add to their compilations. Without protection for the enhanced
version, there is surely a very reduced incentive for such pub-
lishers to invest creative labor in c¢onsidering and c¢hoosing, out
of the universe of possibilities, the enhancements that they will
make in the interest of improving upon the existing works. A
competitor would be free to enter the market and copy the
enhanced work, saving time and money and getting a leg up on the
original author because it need not expend any effort in
considering optimal arrangement of information in the opinion.®
At least one leading commentator has opined that the opinion
in Feist "grossly neglects copyright's incentive role."® But
Feist does not mandate that no protection be granted to "low
authorship" works; it merely states that protection will be
available only to the extent that the author has made a contri-

bution to the work that we can call "original," and indeed its

s Some have already asserted that the "uncertainties in U.S.
law have begun to affect investment decisions, with producers
choosing not to create particularly vulnerable datakases, or not
to disseminate them broadly, because of a perception that the
risks are too great." Copyright Office Report at 74.

e Jane C. Ginsburg, No "Sweat"? Copyright and Other Protection
of Works of Information after Feist v. Rural Telephone, 922 Colum.
L. Rev, 338, 350 (1992).
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U.S. 2nd Circuit Court of Appeals

MATTHEW BENDER v WEST PUBLISHING CO.
UNITED STATES COURT OF APPEALS

FOR THE SECOND CIRCUIT
August Term, 18997

{(Argued: March 16, 1998 Decided: November 03, 1958

Docket No. 97-7910

MATTHEW BENDER & COMPANY, INC.,

Plaintiff,

HYPERLAW, INC,,

Intervenor-Plaintiff-Appellee,

- V.-

WEST PUBLISHING CC. and WEST PUBLISHING CORPORATION,

Defendants-Appellants.

Before:CARDAMONE and JACOBS, Circuit Judges, and SWEET,-l- District Judge.

Defendants publish compilations of reports of judicial opinions. Each report contains the text of the
opinion combined with certain enhancements, including a syllabus, headnotes, key numbers to an
outline of legal topics, parallel citations to cases cited in the text, identification of counsel, and in
some cases, information on subsequent procedural history. Intervenor-plaintiff seeks a judgment
declaring that copying individual case reports--after redacting the syllabi, headnotes, and key
numbers-- would not infringe defendants' copyright because the other enhancements arc not
copyrightable. Defendants appeal from a judgment of the United States District Court for the
Southern District of New York (Martin, J.), following a bench trial, ruling that such copying by
intervenor-plaintiff did not reproduce copyrightable elements of defendants' work and granting
declaratory judgment to intervenor-plaintiff.

Affirmed. Judge Sweet dissents in a separate opinion.

CARL J. HARTMANN, III, New York, NY (Paul J. Ruskin, Douglaston, NY,
Lorence L. Kessler, Washington, DC, on the brief), for Intervenor-
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Plaintiff-Appeilee.

JAMES F. RITTINGER, New York, NY (Arthur R. Miller, Cambridge, MA,
Joshua M. Rubins, Satterlee Stephens Burke & Burke LLP, New York, NY,
on the brief), for Defendants-Appellants.

(Proskauer Rose LLP, Jon A. Baumgarten, Charles S. Sims, Anna Kraske,
New York, NY), for Amicus Curiae Reed Elsevier, Inc..

(Arnall Golden & Gregory LLP, Atlanta, GA, L. Ray Patterson, Athens,
@n), for Amicus Curiae American Association of Legal Publishers.

{Fish & Richardson, P.C., Arnold P. Lutzker, carl H. Settlemyer, ITI,
Washington, DC), for Amicus Curiae American Association of Law
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JACOBS, Circuit Judge:

West Publishing Co. and West Publishing Corp. (collectively "West") publish compilations of reports
of judicial opinions ("case reports"). Each case report consists of the text of the judicial opinion with
enhancements that for the purposes of this case can be put in two categories: (1) independently
composed features, such as a syllabus (which digests and heralds the opinion's general holdings),
headnotes (which summarize the specific points of law recited in cach opinion), and key numbers
(which categorize points of law into different legal topics and subtopics), and (ii) additions of certain
factual information to the text of the opinions, including parallel or alternative citations to cases,
attorney information, and data on subsequent procedural history. HyperLaw, Inc. publishes compact
disc-read only memory ("CD-ROM") compilations of Supreme Court and United States Court of
Appeals decisions, and intervened as a plaintiff to seek a judgment declaring that the individual West
case reports that are left after redaction of the first category of alterations (i.e., the independently
composed features), do not contain copyrightable material. West now appeals from a judgment of the
United States District Court for the Southern District of New York (Martin, 1.), following a bench
trial, granting declaratory judgment in favor of HyperLaw. Matthew Bender & Co. v. West Publ'g
Co., No. 94 Civ. 0589, 1997 WL 266972 (S.D.N.Y. May 19, 1997).

It is true that neither novelty nor invention is a requisite for copyright protection, but minimal
creativity is required. Aside from its syliabi, headnotes and key numbers--none of which HyperL.aw
proposes to copy--West makes four different types of changes to judicial opinions that it claimed at
trial are copyrightable: (i) rearrangement of information specifying the parties, court, and date of
decision; (ii) addition of certain information concerning counsel; (iii) annotation to reflect subsequent
procedural developments such as amendments and denials of rehearing; and (iv) editing of parallel
and alternate citations to cases cited in the opinions in order to redact ephemeral and obscure citations
and to add standard permanent citations (including West reporters). All of West's alterations to
judicial opinions involve the addition and arrangement of facts, or the rearrangement of data already
included in the opinions, and therefore any creativity in these elements of West's case reports lies in
West's selection and arrangement of this information. In light of accepted legal conventions and other
external constraining factors, West's choices on selection and arrangement can reasonably be viewed
as obvious, typical, and lacking even minimal creativity. Therefore, we cannot conclude that the
district court clearly erred in finding that those elements that HyperLaw seeks to copy from West's
case reports are not copyrightable, and affirm.






