

















select and arrange attorney data for case reports.” 1In complete
contrast, the directory at issue in Skinder-Strauss Assoc. V.
Massachusetts Continuing legal Educ., Inc., 914 F. Supp. 665 (D.
Mass. 1995), simply 1listed, alphabetically, every practicing
Massachusetts attorney, along with the most standard information
(address, phone and fax numbers, etc.). The court found that the
publisher did not make any choices comparable to those made in Key
Publications; that the choice of data was "determined by forces
external to the compiler"; and that any lawyer directory would
"include virtually the same information." Id. at 676-77.
Clearly, West’s choices of which attorneys to include in
its Supreme Court Reporter summaries are independent of "external

forces" or any "commonplace" practice.® West has subjectively

¥ Hyperlaw’s contention that West copies attorney data from
Martindaie Hubbell “exactly as Hyperlaw proposes to copy it from
West" (Hyp. Br. at 9) is absurd. West uses numerous sources when
it compiles, selects, and arranges attorney data; it never copies
any of these sources’ selection and arrangement -- which is what
Hyperlaw wants to copy, verbatim, from West. Equally outrageous is
the assertion (Hyp. Br. at 21) that West "has no way of knowing"
what attorney data was provided by the court; the compilation of
attorney sunmaries, as Bergsgaard testified in detail (E. 230-237),
is documented in exhlblt after exhibit, all ignored by Hyperlaw.

® The Library Groups completely miss the point when they
attempt to liken West’s selection and arrangement to that in Victor
Lalli Enterprises, Inc. v. Big Red Apple, Inc., 936 F.2d 671 (2d
Cir. 1991), or Financial Information, Inc. v. Moody’s Investors
Service, Inc., 808 F.2d 204 (8th Cir. 1986), cert. denied, 484 U.S.
820. In Victor I.alli, it was undisputed that the publlsher s
selection and arrangment of fact categories was exactly the same as
that of all racing-chart publishers. Id. at 672-73. 1In Financial
Information, it was beyond dispute that the five basic facts listed
on the Daily Bond Cards were an "inevitable" choice devoid of
orlglnallty, the issue was, rather, whether subjectlve judgment was

used in filling in the specific information in each category.

In this case, on the other hand, all of West’s basic choices
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decided which attorneys are of the most importance and interest to
West’s readers; other publishers make different choices.” Thus,
West’s attorney summaries —-- which provide substantial additional
information and are indisputably non-trivial -- are plainly
entitled to protection as original elements of a derivative work.¥

E. THE ORIGINALITY OF WEST’S REVISION OF
CAPTION AND PREFATORY MATERIAI_STANDS UNREFUTED

The opposition briefs cite nothing in the record to
support the claim that West’s revisions of the prefatory material
in slip opinions conform to "preexisting rules." The uncontested
evidence is that West makes all of these revisions independently,

in accordance with its own subjective judgments.?® Moreover, in

clearly involve subjective judgment -- i.e., what the amicus brief
of Reed Elsevier calls "Step One" creativity =-- and this
originality is not lost simply because the basic choice is
reaffirmed in numerous applications. Moreover, West, unlike the
publisher in Financial Information, has offered compelling,
uncontested information that its choices of expression are the
result of individualized, case-by-case judgments as well as the
subjective creation of Wldely applicable editorial guidelines.

» similarly subjective are West’s decisions as to how to
identify each attorney and how much other information to include.
Again, other publishers make different decisions in these areas.

% There is, again, no "commonplace" practice for attorney
summaries for Court of Appeals case reports, although a few of the
courts that include attorney data in slip opinions have made sonme

choices of selection and arrangement similar to West’s. Thus, the
level of originality in the Federal Reporter summaries varies from
court to court as well as case to case. (In complex cases, for

example, the attorney data -- whether appearing in the slip opinion
or compiled by West -~ undergoes extensive selection and
rearrangement. See West Br. at 18; E. 2933-34, 3795-96.}

¥ Hyperlaw asserts, preposterously, that West’s choices in
selecting and arranging this material are "exactly the same as
[those of] the authoring courts"™ (Hyp. Br. at 19) when the
documentary evidence shows how West, in case after case,
substitutes its choices for the courts’. West Br. at 19-21.
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asserting that West’s changes are uniformly "trivial," Hyperlaw and
the amici ignore the undisputed evidence that West may, in more
complex cases, delete most of the names in a caption or substitute
a completely reorganized version of the caption and prefatory
material for the court’s arrangement. See West Br. at 19-21.

As MWeissmann plainly reaffirms, the Copyright Act
protects the work of those who revise and rearrange preexisting
materials in non-trivial ways. In at least some case reports,
West’s revision of the caption, court line, date line, and other
prefatory material is plainly entitled to protection as an original
element of a derivative work.

POINT IV
WEST’S EDITORIAL WORK CANNOT BE DENIED

COPYRIGHTABILITY UNDER THE "MERGER DOCTRINE"
OR BECAUSE "FACTS ARE NOT COPYRIGHTABLE"

In essence, Hyperlaw and the amici argue that West should
be denied protection from verbatim copying because of the factual
nature of what West contributes. This contention is directly
antithetical to Feist, Weissmann, and Re-Alco, which confirm that
-- in derivative works as well as compilations -- original
selections or arrangements of facts are protectible. Hyperlaw dces
not want to use West as a source of factual data. Rather, it
demands the right to copy, verbatim, thousands of case reports,
each containing West’s original selection and presentation of
facts. The Copyright Act and Feist plainly bar Hyperlaw from
engaging in this blatant piracy -- just as the infringer in Key

Publications was barred from copying a selection of restaurants

23



(consisting of facts) and the infringer in Weissmann was barred
from copying the plaintiff’s revisions (consisting of rearranged
and added facts).®

The attempt to invoke the "merger" doctrine in this case
is also completely misguided. The innumerable editorial revisions
and additions in West’s case reports are, indisputably, not the
expression of a "hard," utilitarian, discrete idea, such as "the

idea for locating a proposed pipeline in the chosen corridor" in

3

Kern River Gas Transmission Co. v. Coastal Corp.*, or a generally

useful "building-block" concept, as discussed in CCC Information

Services, Inc. v. Maclean Hunter Market Reports. Inc., 44 F.3d s1

(2d cir. 1994), cert. denied, 116 S. Ct. 72 (1995) ("CCC").

Indeed, West does not seek protection for the idea of
parallel and alternative citations, or the idea of expanding case

reports to include attorney summaries or reflect subsequent case

% According to Hyperlaw’s argument, virtually all compilations
and factually enhanced derivative works would be stripped of
copyright protection, on the theory that they contain
uncopyrightable facts. Hyperlaw’s reliance on Morrissey v. Procter
& Gamble Co., 379 F.2d 675 (1st Cir. 1967), a pre~Feist decision,
is entirely inapposite. Morrissey involved neither a compilation
nor a derivative work but, rather, an infringement claim for the
copying of a brief rule for a "“sweepstakes" contest. The court
held that the substance of the rule was so "straightforward and
simple" that a copyright would prevent anyone else from using the
rule, and, therefore, "copyright does not extend to the subject
matter at all..." Id. at 678-679, Here, in complete contrast,
Hyperlaw is not prevented from using any of the facts in a
copyrighted West case report -- only from copying, verbatim, a case
report, or portion of a case report, which embodies original,
protectible editorial judgments and creative choices.

» 899 F.2d 1458, 1464 (5th Cir.), cert. denied, 498 U.S. 952,
111 S. Ct. 374 (1990).
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developments.*® On the contrary, the material at issue is the
expression of West’s particular editorial judgments, "infused with
opinion," as to which specific information is most useful for West
readers, and how best (often, on a case-by-case basis) to express
and arrange that selection of information.?® This Court, rejecting
the application of the merger doctrine to original selections or
arrangements, has emphasized, in CCC, Key Publications, and Kregos
V. Associated Press, 937 F.2d 700 (2d Cir. 1991), that the
expression of evaluative criteria -- whether applied to specific

items or categories of data -- is protectible.¥

¥ contrary to the conclusory assertions in the opposition
briefs, the record demonstrates that each of these ideas can be,
and has been, expressed in different ways by different publishers.
See, e.g9., Apple Computer, In¢c. v. Franklin Computer Corp., 714
F.2d 1240, 1253 (3rd Cir. 1983), cert. dismissed, 104 S. Ct. 690
(1284) (merger doctrine inapplicable where idea can be expressed in
different ways).

¥ For this reason, Hyperlaw’s claim that West’s revisions and
additions to thousands of case reports are uncopyrightable as a
"system" (Hyp. Br. at 40-41) is nonsensical. West’s editorial
enhancements cannot possibly be described as an "idea, procedure,
process, system, method of operation, concept, principle, or
discovery..." 17 U.S.C. § 102(b). See, e.g., American Dental Ass’n
v. Delta Dental Plans Ass’n, 126 F.3d 977, 980-81 (7th Cir. 1997)
(taxonomy of dental procedures not a "system" or "process"); Apple
Computer, Inc., supra, 714 F.2d at 1250 (§ 102(b) applicable only
to "method," not to "instructions themselves"); Toro Co. v. R & R
Products Co., 787 F.2d 1208 (8th cCir. 1986) (parts 1list is
protectible even if "idea" of how to designate parts is
uncopyrightable). Indeed, under Hyperlaw’s interpretation, any
work created pursuant to original organizing principles would be --
contrary to well-settled law -- uncopyrightable as a "system."

% Like the copyright owner in Key Publications, West applies
its criteria, on an item-by-item, case-by-case basis, when it
evaluates (or re-assesses) the usefulness of each citation source,
or when it decides how to treat a subsequent case development.
Like the plaintiff in Kregos, West makes some editorial decisions
(e.g., its decision to include only certain attorneys, and certain
data, in Supreme Court Reporter) which are applied in numerous

25



POINT V

NO AUTHOR OF A DERIVATIVE WORK --
INCLUDING WEST -- MUST IDENTIFY WHAT HAS BEEN
ADDED TO, OR CHANGED FROM, THE PRE-EXISTING WORK

Desperately searching for reasons why West’s copyrights,
even if valid, should nonetheless be eviscerated, Hyperlaw and the
amici argue that West has an obligation to highlight; for the
would-be copier, all of West’s original revisions and additions.

This argument is not only dévoid of merit. It also lays
bare the underlying premise of the opposition briefs: West should
be subjected to standards and obligations not imposed upon any
other copyright owner (or authorized by the Act) so that West’s
competitors can be given a "free pass" to wholesale infringement.

In fact, of course, there is no provision in the
copyright law -- aﬂd never has been =-- that reqguires authors of
adapted fairy tales, updated reference books, or any other
derivative works to "red flag" what portions of their works are in

the public domain (or will enter the public domain when some prior

copyright expires). Cf. International Harvester Co. v. Deere &
Co., 623 F.2d 1207, 1213 (7th Cir. 1980) (no obligation to explain

scope of patent to potential infringer).¥ Nor is there any

instances. The opposition briefs do not dispute that, under the
law of this Circuit, an original selection of facts or categories
does not become less protectible simply because it is frequently
repeated. See Brief of Amicus Curiae Reed Elsevier at 11-16.

7 Moreover, the suggestion that the author of a compilation or
derivative work must identify within the body of his work each
copyright-protected element would create staggering practical
problens. Works such as directories and databases would be
burdened with tedious and pointless copyright explanations --
solely for the benefit of would-be copiers.
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authority for the argument that a derivative work author has no
copyright protection unless the modifications to the pre-existing
work are readily apparent from the surface of the text, alone.®

Bentley v. Tibbals, 223 F.247 (24 Cir. 1915), is

completely inapposite. Bentley held that copying of an illegally
imported foreign work which the defendant knew to be uncopyrighted
(either through violation of the manufacturing clause or failure to
register the work) was permissible even though the copied work also
contained some material which had previously been registered. This
is the exact opposite of the situation here, where West has
registered its copyrights in all of the works in question, and
where Hyperlaw is well aware of West’s claims of copyright.
Further, the court in Bentley stated that "we do not
decide that [plaintiff] has lost his copyright in the [previously
registered work], so that any one is at liberty to reprint that

book. " Id. at 257. Indeed, Nimmer cites Bentley for the

 fThe Court should therefore disregard the implication,

throughout the opposition briefs, that West’s modifications are
somehow less copyrightable if they are not obvious from the face of
West’s case reports alone. Hyperlaw repeatedly asserts that
Bergsgaard was unable to identify specific changes in case reports
from the West text alone, and the Library Groups refer darkly to
West’s "silent" modifications. In fact, of course, there is no
reason why Bergsgaard, or anyone at West, should recall what
changes were made, on an individualized, case-by-case basis, to
each of thousands of case reports. Nor is there any significance
to the fact that West’s modifications can be detailed only by a
side-by-side comparison between case reports and slip opinions (and
any amending orders). This is how courts consistently analyze the
nature of the original contribution to derivative works. Indeed,
it is only when a side~by-side comparison reveals that the
alterations are "imperceptible" that the courts use this as a basis
for finding insufficient originality.
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proposition that courts "have declined to find a forfeiture of the
copyright in the underlying work" when derivative works were
published with defective notice under the 1909 Act. M. Nimmer & D.
Nimmer, Nimmer on Copyright (1990), § 7.12[C][2] at 7-99 & n.58.

Similarly, Sanga Music, Inc. v. EMI Blackwood Music,

Inc., 55 F.3d 756 (2d Cir. 1995), has no relevance here. 1In Sanga,
the plaintiff allowed a public-domain folksong to be published
without any indication that she herself had written one of the
verses. In that situation, where the public has "been misled into
a reasonable belief that the work had been placed in the public
domain, " this Court found that the song’s publication nullified the
plaintiff’s common-law copyright. No one pretends, of course, that
West has ever published a case reporter without a copyright notice,
or that would-be infringers like Hyperlaw have been "misled" to
believe that the entire case-report is in the public domain.®
POINT VI

SECTION 403 HAS NO BEARING ON WEST’S
ABILITY TO ENFORCE ITS COPYRIGHTS

Equally absurd is the contention that Section 403 of the
Copyright Act bars West’s enforcement of its copyrights for case

reports published in Federal Reporter and Supreme Court Reporter

¥ Like Bentley and Sanga, Grove Press, Inc. V. Greenleaf
Publishing Co., 247 F. Supp. 518 (E.D.N.Y. 1965), did not involve
a derivative work but, rather, a separate work that lost its
copyright protection when published, as part of a larger,
uncopyrighted work, without the required pre~Berne notice.
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between January 1, 1978, and February 28, 1989.% Nothing in the
record is cited to support the vague assertions that West failed to
comply with § 403. 1In fact, shortly after the enactment of the
1876 Act, West changed its copyright notices to read, for example:
Copyright © 1980
by
West Publishing Co.

Copyright is not claimed as to any part of the original work prepared by a

United States Government officer or employee as part of that person’s

official duties.

West has used this form on virtually all federal case reporters
published after the 1976 Copyright Act took effect.

West’s expanded notice fully comports with the public
policy underlying § 403. The notice alerts the reader that the
West volumes contain works authored by U. S. government officials
or employees, and that "no copyright is claimed in [their] original
work." Persons wishing to copy the original works can use the
information provided by West to obtain copies from the courts.

Hyperlaw and the amici offer no support -- because there
is none -- for their suggestion that West was, or is, obliged to go
further and to specify item-by-item, case~by-case, every element
that is protected by copyright. Cf. Neal v. Glickman, 391 F. Supp.
1088 (N.D. Tex. 1975) (failure to disclose, in copyright

application, significant public domain content in work did not

“ Hyperlaw and the amici do not dispute that West’s pre-1978
notices were entirely adequate under the statute. They also
concede that, since March 1, 1989, West has had no duty to place
any copyright notice at all -- including a notice pursuant to § 403
—-- on its books in order to enjoy complete copyright protection.
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constitute "unclean hands"). Nor is there any evidence that any
commercial publisher has ever used such a notice.! 1Indeed, any
finding that copyrights are unenforceable because of § 403 notices
without "item by item claims of originality” would put the
copyrights of innumerable publishers in jeopardy.®

Moreover, in the 20 years since § 403 was enacted, the
Copyright Office has routinely registered West’s copyrights without
questioning the adequacy of its notice, and there is not one iota
of evidence, in or out of the record, that anyone has ever been

misled by West’s copyright notice. Anyone using a West reporter

4 section 403 requires only that the copyright notice contain
a "statement" identifying those "portions" of the work in which
copyright is claimed or disclaimed. Nothing in the law even
suggests that one must identify, in the body of the work, what is
copyright-protected. Yet that, according to the opposition briefs,
is what West must provide -- since even a category-by-category
listing (itself wildly impracticable) would not give a would-be
copier case-by-case details on which material is original to West.

2 plso, in the unlikely event that a court were to rule that
West’s § 403 notice is inadequate, West may still correct any
affected notices. See 17 U.S.C. § 405(a). West registered its
copyrights within five years of publication, as required by
§ 405(a) (2). This section also requires reasonable efforts to add
notice to all publicly distributed copies "after the omission has
been discovered." H. Rep. No. 94-1476, 94th Cong., 2d Sess. 147.
(Hyperlaw misreads the statute to require that correction efforts
occur within five years of publication.) As this Court has made
clear, "discovery of the omission of proper notice takes place when
the claimant is apprised that the notice is for some reason
insufficient for its intended purpose." Hasbro Bradley, Inc. v.
Sparkle Toys, Inc., 780 F. 2d 189, 195 (24 Cir. 1985). See also
Innovative Concepts in Entertainment, Inc. v. Entertainment
Enterprises ILtd., 576 F. Supp. 457 (E.D.N.Y. 1983} (excusing
failure of notice due to "mistake of law" as to availability of
copyright protection). There is no evidence that West has ever
believed to this day that its copyright notice was inadequate.
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plainly knows that the judicial opinions originated with a court.®

Thus, it cannot be argued in good faith that West has
violated either the letter or the spirit of § 403. There are no
Copyright Office regulations prescribing the contents of an
adegquate § 403 notice. No reported judicial decision has
interpreted § 403, much less found a forfeiture of copyrights based
upon non-compliance. Above all, the policy underlying the Berne
amendments strongly suggests that courts should rarely interpret

pre-Berne notice requirements in such a way as to work a forfeiture

of valuable copyrights. See Princess Fabries, Inc. v. CHF, Inc.,
922 F.2d 99, 105 (2d Cir. 1990) (Oakes, J., concurring); accord P.
Goldstein, Copyright § 3.4, at 3:40 (1996).%
POINT VII
NO PUBLIC POLICY

JUSTIFIES THE EVISCERATION
OF WEST’S COPYRIGHTS

Finally, Hyperlaw and the amici contend that West should

be stripped of its copyrights because the public will benefit if it

¥ There is, moreover, nothing to suggest that § 403 was
enacted in response to concerns about case reports -- the
governmental nature of which is self-evident (particularly given
the sophistication of the case-report readership). To the
contrary, Congress seems to have been responding to scams such as
the commercial publication of a bocok entitled, "How to Win Success
in the Mail-Order Business," without any disclosure that the work
had previously been published for free or at a nominal price by the
U.S. Commerce Department. See '"Copyright in Government
Publications," Copyright Law Rev. Studies, 86 Cong. 2d Sess., Study
33, p. 36 n.42 (1959) (criticizing the conduct of the publisher in

Matter of Arco Publishing Co., 47 F.T.C. 1729 (1951)).

“ The district court did not find that § 403 was relevant to
the issues of copyrightability and copyright validity. Instead,
the court noted, in dicta, that compliance with § 403 might be a
factor to be considered in a fair use analysis. A. 505-06.
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45

can freely copy West’s enhanced case reports. There is nothing

whatsocever in the record to suggest that copyright protection for

West’s enhancements prevents the free dissemination of djudicial

opinions, and the court below made no such findings of fact. There

is no evidence that even a single opinion (or a single judicial

correction to an opinion) is available only by copying West’s case
report.% Indeed, Hyperlaw’s principal, Mr. Sugarman, admitted
that the court’s corrections, as well as the slip opinions, can be
obtained from the U.S. Supreme Court and the Second Circuit, and
offered no evidence to the contrary as to any other court. E. 140-
141, 150.Y The proliferation of reporting services confirms that

judicial opinions can be obtained from numerous sources without

¥ In ccc, supra, 44 F.3d at 74, this Court rejected a similar
argument, noting that the dedication of private intellectual
property to the public could amount to an unconstitutional taking.
Building Officials & Code Adm. v. Code Technology, Inc., 628 F.2d
730 (1st Cir. 1980), cited by the amici, did not hold that public
adoption of a privately developed building code threw that work
into the public domain, but merely said that a more fully developed
record would help to clarify the policy issues. Here, Hyperlaw did
not introduce one jot of evidence that would allow a court to
"nationalize" West’s case reports. See also Practice Management
Information Corp. v. American Medical Asg’n, 121 F.3d 516, 518-20
(9th Cir.), citing CCC (refusing to invalidate copyright of
publicly adopted codes), cert. denied, 118 S. Ct. 339 (1997).

% Furthermore, even if, arguendg, there were evidence that
some opinions could be obtained only by copying West’s case
reports, such evidence might arguably be relevant to an infringer’s
fair use defense, but not to the issue of copyrightability. It
clearly would offer no support for the district court’s blanket
denial of copyright protection -- which permits a free-riding
competitor to copy the orlglnal work in all of West’s reports, even
when the public domain opinions are indisputably available to all.

7 contrary to Hyperlaw’s reckless insinuations, and Mr.
Sugarman’s non-probative speculation (Hyp. Br. at 27), there is no
evidence that any judicial correction has ever been provided "only"
to West, and no other publisher. ©Nor is there evidence that any
jud1c1a1 corrections are "not reflected in the courts’ files..."



illegal copying of West’s case reports.®

Moreover, lost in all the rhetoric of the opposition
briefs is that the Constitutional purpose of copyright is to
promote the useful arts by providing the incentives to create works
of value to the public. As the Supreme Court has explained:

[I]t should not be forgotten that the Framers

intended copyright itself to be the engine of

free expression.
k % % %

[A]s one commentator has noted: "If every
volume that was in the public interest could
be pirated away by a competing publisher, . .
. the public [soon] would have nothing worth
reading.

Harper & Row Publishers, Inc. v. Nation Enterprises, 471 U.S. 539,

558-559, 105 S. Ct. 2218, 2229-30 (1985) (citation omitted).*
West respectfully submits that the United States would

not have the world’s best legal reference system but for the

copyright protection given to 1legal publishers.® For over a

#® For example, the case chosen by Hyperlaw to exemplify its
claim, Mendell v, Gollust, has been published not only by West but
by U.S. Law Week (59 USLW 2116), Federal Securities Law Reporter
(Fed. Sec. L. Rep., p. 95378), Federal Rules Service (17 Fed. R.
Serv.3d 129), and LEXIS (1990 U.S. App. LEXIS 12833). These other
publishers obviously had no difficulty obtaining the opinion.
Clearly, what Hyperlaw seeks to copy is not the judges’ opinion but
West’s original editorial work in the case report.

¥ This view is entirely consistent with that expressed by this
Court in Computer Associates Int’l, Inc., v. Altai, Inc., 982 F.2d
693, 711-12 (2d Cir. 1992). In that case, the Court declined to
broaden the scope of statutory copyright protection in order to
provide incentives for "“sweat of the brow" computer research and
development. Here, the Court is asked to eviscerate the protection
to which West’s original work is entitled under the statute.

 see R. Berring, On Not Throwing Out the Baby: Planning the
Future of Legal Information, 83 Calif. L. Rev. 615 (1995).
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century, West’s editorial judgment and creativity have been focused
on publishing case reports that are often more informative, up~to-
date, and useful than the court-issued slip opinions. If West’s
competitors were authorized to systematically scan West’s editorial
enhancements, the economic incentive to engage in this kind of
original and productive enterprise would largely evaporate.

POINT VIII

THIS ACTION SHOULD HAVE EEEN DISMISSED
FOR LACK OF JUSTICIABILITY

As previously demonstrated (West Br. at 46-50), West’s
motions to dismiss, made before and during trial, should have been
granted on the following grounds:

(1) At the justiciability hearing, Hyperlaw
testified that it intended to copy from West
in only certain, very limited circumstances.
West subsequently deemed Hyperlaw’s intended
uses to be "fair use," mooting the action.
Accordingly, the action should have been
dismissed before trial.

(2) After both sides had rested, with
Hyperlaw having presented no evidence of its
intended cgpying, the court re-opened the
trial and accepted new evidence -
inconsistent with Hyperlaw’s pre-trial
testimony and stipulations, and prejudicial to
West ~-- that Hyperlaw intended to engage in
wholesale copying from West.

(3) Even this improperly admitted evidence
failed to describe what, and how much, the
hypothetical Hyperlaw product would copy from
West. The district court had an inadequate
basis for a declaratory judgment and could
only render an impermissible advisory opinion.

Hyperlaw refutes neither the facts nor the law cited by
West in support of this argument. Emphasizing, irrelevantly, that
the mechanics of the hypothetical product were demonstrated to the
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court at the justiciability hearing, Hyperlaw does not deny that
its hearing testimony limited the intended copying to minimal,
current, "fill-in" uses -- or that it stipulated, just prior to
trial, that "wholesale copying" was not at issue here. Nor does
Hyperlaw deny that the only trial evidence as to intended copying
-- evidence inconsistent with Hyperlaw’s hearing testimony and pre-

trial stipulations -- was introduced after both sides had rested,

depriving West of the opportunity to present evidence relevant to
wholesale copying and copying of older case reports.

Indeed, Hyperlaw’s hypothetical product -- the subject of
evasive, misleading, and contradictory representations throughout
this 1litigation -- has never provided the proper basis for
adjudication of a declaratory judgment actién. The district court
erred in denying West’s motion to dismiss.

CONCLUSION

For the foregoing reasons, and those set forth in West’s
opening brief, the order of the district court should be reversed
and the intervenor-plaintiff’s complaint dismissed.

Respectfully subnitted,

SATTERLEE STEPHENS BURKE & BURKE LLP

By: ) OO L N s oo
Jares F. Rittinger (JR-0556)
Jbshua M. Rubins (JR-8338)
230 Park Avenue
New York, New York 10169
(212) 818-9200

Of Counsel:

Arthur R. Miller

228 Areeda Hall

1545 Massachusetts Avenue
Cambridge, MA 02138

(617) 494-4111

35



